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10/059,347 



Examiner 



Applicant(s) ^ 

OZAWA ET AL 



Art Unit 

1771 



Jennifer A Boyd 

« - ^*"L he l } /1A,L,NG DA TE of this communication appears on the cover sheet with the correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

' f^^r/A^^fxue^ 6 a y u a j,able , under the P rovisions of 37 CF * 1 -136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. ; ^ y 

' I NO £!° r reP, , y Spedfie r a , b °r iS l T tha " thirty (30) dayS ' 3 rep,y within the statutor y minimum of thj rty (30) days will be considered timely 

* F^lnrf ^ r Z Vf* 3"??* StaMory ^ ™" apply and wNI ex P ire SIX < 6 > MONTHS from the mailing date oHhfe communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133) C ° mmUn,Cat '° n ' 
Any reply received by the Office later than three months after the mailing date of this communication , even if timely filed may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). y ,cuul - e any 

Status 



1)123 Responsive to communicatlon(s) filed on 19 August 2004 
2a)D This action is FINAL. 2b)S This action is non-final. 

3)Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 



4) 124 Claim(s) 15-27 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6M Claim(s) 15-27 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 1 1 9 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)E3 All b)Q Some * c)D None of: 

1 M Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1. 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1 . 1 14, and the fee set forth in 37 CFR 1 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on August 19, 2004 has been entered. The 
Applicant's Amendments and Accompanying Remarks, filed August 19, 2004, have been 
entered and have been carefiilly considered. Claims 15 - 27 are amended and claims 15-27 are 
currently pending. In view of Applicant's Amendments, the Examiner withdraws the 35 U.S.C. 
1 12, second paragraph rejection of claims 21 - 26 as detailed in paragraphs 3-5 of the Office 
Action mailed May 10, 2004. The invention as currently claimed is not found to be patentable for 
reasons herein below. 



2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 



Claim Rejections - 35 USC §103 
3. Claims 15 - 17, 23 and 26 remain rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Yamamoto et al. (US 5,260,412). The 
details of the rejection can be found in paragraph 6 of the previous Office Action dated May 10, 
2004. The rejection is maintained. 
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The Applicant has amended claims 1 5 and 23 to require that the polyimide binder resin 
"consists essentially of a tetracarboxylic acid component and an aromatic diamine component". 
It should be noted that the transitional phrase "consisting essentially of limits the scope of a 
claim to the specified materials or steps "and those that do not materially affect the basic and 
novel characteristic(s)" of the claimed invention. In re Herz, 537 F.2d 549, 551-52, 190 USPQ 
461, 463 (CCPA 1976). The burden is upon the Applicant to show that the additional 
components do affect the basic and novel characteristics of the invention. For the purposes of 
searching for and applying prior art under 35 U.S.C. 102 and 103, absent a clear indication in the 
specification or claims of what the basic and novel characteristics actually are, "consisting 
essentially of will be construed as equivalent to "comprising." See MPEP 21 1 1.03. The 
Applicant may wish to amend the claim to use the transitional phrase "consisting of which 
excludes any element, step, or ingredient not specified in the claim. 

The Applicant has amended claims 15 - 17, 23 and 26 to fix minor informalities in the 
claims. The amendments do not present any new limitations, therefore, the previous rejection as 
stated above is maintained. 



Claim Rejections - 35 USC §103 
4. Claims 1 8 - 22, 24 - 25 and 27 remain rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Yamamoto et al. (US 5,260,412) in view of Hashimoto et al. (US 
2002/0106521 Al). The details of the rejection can be found in paragraph 7 of the previous 
Office Action dated May 10, 2004. The rejection is maintained. 
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The Applicant has amended claim 18 to require that the polyimide binder resin 
"consists essentially of a tetracarboxylic acid component and an aromatic diamine component". 
It should be noted that the transitional phrase "consisting essentially of limits the scope of a 
claim to the specified materials or steps "and those that do not materially affect the basic and 
novel characteristic(s)" of the claimed invention. In re Herz, 537 F.2d 549, 551-52, 190 USPQ 
461, 463 (CCPA 1976). The burden is upon the Applicant to show that the additional 
components do affect the basic and novel characteristics of the invention. For the purposes of 
searching for and applying prior art under 35 U.S.C. 102 and 103, absent a clear indication in the 

specification or claims of what the basic and novel characteristics actually are, "consisting 

» 

essentially of will be construed as equivalent to "comprising." See MPEP 21 1 1.03. The 
Applicant may wish to amend the claim to use the transitional phrase "consisting of which 
excludes any element, step, or ingredient not specified in the claim. 

The Applicant has amended claims 18 - 22, 24 - 25 and 27 to fix minor informalities in 
the claims. The amendments do not present any new limitations, therefore, the previous rejection 
as stated above is maintained. 

Response to Arguments 

5. Applicant's arguments filed August 1 9, 2004 have been fully considered but they are not 
persuasive. 

6. In response to Applicant's argument that the language "consisting essentially of would 
exclude the cross-linked oligomer composition of Yamamoto, the Examiner respectfully argues 
the contrary. The Examiner has interpreted the phrase "consisting essentially of as equivalent to 
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"comprising" for reasons discussed below. It should be noted that the transitional phrase 
"consisting essentially of limits the scope of a claim to the specified materials or steps "and 
those that do not materially affect the basic and novel characteristic(s)" of the claimed invention. 
In re Herz, 537 F.2d 549, 551-52, 190 USPQ 461, 463 (CCPA 1976). The burden is upon the 
Applicant to show that the additional components do affect the basic and novel characteristics of 
the invention. The Applicant states that cross-linked oligomers, such as the oligomer 
composition of Yamamoto, exhibit high heat resistance and are rigid and non-thermoplastic. The 
Applicant submits that the present invention do not have cross-linked structures and are 
thermoplastic. The Applicant implies that a cross-linked structure would affect the basic and 
novel characteristics but it is unclear what are the basic and novel characteristics of the 
invention. Please indicate what are the basic and novel characteristics of the invention and that 
the cross-linked oligomer, such as the oligomer of Yamamoto, would materially affect the basic 
and novel characteristics of the invention. 

7. In response to Applicant's argument that the cross-linked oligomers of Yamamoto would 
have different physiochemical properties such as tensile strength and breaking elongation 
compared to the oligomer composition of the present invention, the Examiner submits that since 
Yamamoto reads on the present claim limitations, it is asserted that the claimed properties must 
be inherent to the product of Yamamoto. If said properties are not inherent, it is asserted that 
Applicant's claim must be incomplete. In other words, if Applicant's asserts a lack of inherency 
in the Yamamoto product, then Applicant's claimed invention is missing an element that is 
critical to the invention, which would patentably distinguish it from the known prior art. 
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8. In response to Applicant argument that the 1 ,2-dimethylimidazole or l-methyl-2- 
ethylimidazole is used to make the polyimide precursor water-soluble rather than used as 
promoting a reaction as suggested by Hashimoto, the Examiner respectfully submits that the 
function or purpose of the 1 ,2-dimethylimidazole or l-methyl-2-ethylimidazole is irrelevant. In a 
product claim, it is only required that all the elements are present, e.g., 1,2-dimethylimidazole or 
1 -methyl-2-ethylimidazole, in the final product. Absent any evidence to the contrary, the 
Examiner submits that the claim limitations are met. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer A Boyd whose telephone number is 571-272-1473. The 
examiner can normally be reached on Monday thru Friday (8:30am - 6:00pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on 571-272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Jennifer Boyd 
November 22, 2004 




ELIZABETH M. COLE 
PRIMARY EXAMINER 



